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DETAILED ACTION 
Claim Objections 

Claims 5 and 23 are objected to because of the following informalities: Claims 5 and 23 
recite subject matter disclosed in the specification (paragraphs 29-31), but not shown in the 
drawings, that being the third storage block. Figure 2 only shows a first and a second storage 

r 

block (elements 58 and 60). Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 5, 7, 15, 19 and 27 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With regards to claims 5, lines 5-6, the term "blocking the controller from transferring 
data to the bus interface circuit" renders the claim indefinite. It is not understood if the controller 
is the element transferring data to a bus of if the applicant meant "blocking the first storage 
block from transferring data to the bus interface circuit if the second and third storage blocks are 
full". It was understood by the examiner that the controller only transfer data into the first and 
second storage blocks and not directly to the bus as disclosed by the applicant's specification 
(see applicant's abstract). 

Claims 7, 15 and 27 contain the trademark/trade name "PCIX". Where a trademark or 
trade name is used in a claim as a limitation to identify or describe a particular material or 
product, the claim does not comply with the requirements of 35 U.S.C. 112, second paragraph. 
See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain since 
the trademark or trade name cannot be used properly to identify any particular material or 
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product. A trademark or trade name is used to identify a source of goods, and not the goods 

themselves. Thus, a trademark or trade name does not identify or describe the goods 

associated with the trademark or trade name. In the present case, the trademark/trade name is 

used to identify/describe a bus and, accordingly, the identification/description is indefinite. 

With regards to claim 19, lines 4-6, the term "transferring a source data, whose size is 

greater than a storage capacity of the peripheral device, to the peripheral device;" renders the 

claim indefinite. It is not clear how a peripheral device having a fixed capacity is able to store 

source data whose size is greater than the size of the fixed capacity of the peripheral. 

Due to the vagueness and a lack of clear definiteness used in the claims, the claims 
have been treated on their merits as best understood by the examiner. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-4, 6, 8-14, 16-22, 24-29 are rejected under 35 U.S.C. 102(e) as being 
anticipated by US Patent Application Publication No. US 2002/0138697 A1 to Kanda. 
1 . With regards to claim 1 , Kanda teaches a method of controlling data outputted 
[paragraph 39] from a peripheral device [figs 10, 11, 12, 13, 15, elements 107d, 107c, 107b, and 
107a], the peripheral device being installed on a computer system [fig 1 is a computer system], 
the peripheral device comprising a bus interface circuit [fig 1, element 106 having figs 10, 11, 
12, 13, 15, elements 202a-d] and a controller [fig 1 element 106 having fig 3 elements 402a-d 
inside element 202a-d inside element 106], the bus interface circuit being electrically connected 
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to a bus of the computer system [fig 3 line elements connecting element 106 to CPU l/F and 
DMA l/F] for controlling data transmission between the peripheral device and the bus, the 
controller being electrically connected to the bus interface circuit [fig 1 element 106 having fig 3 
elements 402a-d inside element 202a-d inside element 106], the method comprising: 

positioning at least a first storage block and a second storage block in the bus interface 
circuit [figs 10, 1 1, 12, 13, 15, elements 202a-d having pairs of toggle memory buffer elements 
403]; 

storing data outputted from the controller in the first storage block [paragraphs 64, 65]; 

utilizing the bus interface circuit for simultaneously controlling the first storage block to 
transfer data stored in the first storage block to the bus and controlling the second storage block 
to store data outputted from the controller [paragraphs 64, 65. The buffers have to be 
bidirectional for the system to be able to retrieve data from the hard drives]; and 

utilizing the bus interface circuit to control the second storage block to transfer data 
stored in the second storage block to the bus [paragraphs 64, 65]. 

2. With regards to claim 2, Kanda teaches the method of claim 1 further comprising: 
while the second storage block outputs data to the bus, inputting data outputted from the 

controller into the first storage block [paragraph 65]. 

3. With regards to claim 3, Kanda teaches the method of claim 1 wherein a timing when the 
second storage block is full is prior to a timing when the first storage block completely outputs 
data stored in the first storage block [fig 12 shows a buffer 403 full prior to its pair buffer 
completely outputting data previously stored]. 

4. With regards to claim 4, Kanda teaches the method of claim 1 further comprising: before 
data stored in the first storage block are completely outputted to the bus, blocking the controller 
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from transferring data to the bus interface circuit if the second storage block is full [paragraph 

65]. 

5. With regards to claim 6, Kanda teaches the method of claim 1 wherein a capacity of the 
first storage block is equal to a capacity of the second storage block [figs 10, 1 1, 12, 13, 15, 
elements 202a-d having pairs of toggle memory buffer elements 403, paragraphs 62-65]. 

6. With regards to claim 8, Kanda teaches the method of claim 1 wherein the peripheral 
device is a data-retrieving device [fig 1 elements 107a-d, also shown in figs 10, 1 1, 12, 13, 15]. 

7. With regards to claim 9, Kanda teaches the method of claim 8 wherein the data- 
retrieving device is a network card, a hard-disk drive, or an optical disk drive [fig 1 elements 
107a-d, also shown in figs 10, 11, 12, 13, 15]. 

8. With regards to claim 10, Kanda teaches the method of claim 1 wherein the first and 
second storage blocks operate according to a first-in-first-out (FIFO) storage mechanism [fig 1, 
element 106 having figs 10, 11, 12, 13, 15, elements 202a-d having elements 402a-d having 
element 403 are shown to be FIFOS]. 

9. With regards to claim 1 1 , Kanda teaches a computer system comprising: 

a bus [fig 3 line elements connecting element 106 to CPU l/F and DMA l/F]; 

a peripheral device [figs 10, 11, 12, 13, 15, elements 107d, 107c, 107b, and 107a] 
comprising a bus interface circuit [fig 1, element 106 having figs 10, 11, 12, 13, 15, elements 
202a-d] electrically connected to the bus, the bus interface circuit having at least a first storage 
block [] and a second storage block []; and 

a controller [fig 1 element 106 having fig 3 elements 402a-d inside element 202a-d 
inside element 106] electrically connected to the bus interface circuit for simultaneously 
controlling the first storage block to transfer data stored in the first storage block to the bus and 
for controlling the second storage block to store data outputted from the controller [figs 10, 1 1 , 
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12, 13, 15, elements 202a-d having pairs of toggle memory buffer elements 403, paragraphs 64, 

i 

65. The buffers have to be bidirectional for the system to be able to retrieve data from the hard 
drives]. 

10. With regards to claim 12, Kanda teaches the computer system of claim 1 1 wherein the 
bus interface circuit further comprises: 

a first switch [fig 1 1 , switch element between bus element 16 and buffer elements 43] 
electrically connected to the bus, the first storage block, and the second storage block for 
selectively connecting the bus with either the first storage block or the second storage block 
[paragraph 65]; and 

a second switch electrically connected to the bus [fig 1 1 , switch element between buffer 
elements 43 and elements 107a-d], the first storage block, and the second storage block for 
selectively connecting the controller with either the first storage block or the second storage 
block [paragraph 65], 

1 1 . With regards to claim 13, it's of the same scope as claim 3 above and thus is rejected 
under the same rationale. 

12. With regards to claim 14, it's of the same scope as claim 6 above and thus is rejected 
under the same rationale. 

13. With regards to claim 16, it's of the same scope as claim 8 above and thus is rejected 

■ 

under the same rationale. 

14. With regards to claim 17, it's of the same scope as claim 9 above and thus is rejected 
under the same rationale. 

15. With regards to claim 18, it's of the same scope as claim 10 above and thus is rejected 
under the same rationale. 
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16. With regards to claim 19, Kanda teaches a method of controlling data outputted from a 
peripheral device [figs 10, 1 1, 12, 13, 15, elements 107a-d], the peripheral device being 
installed on a computer system [fig 1 is a computer system], the method comprising: 

transferring a source data, whose size is greater than a storage capacity of the 
peripheral device, to the peripheral device [paragraph 12]; and 

while the peripheral device [figs 10, 1 1, 12, 13, 15, elements 107a-d] outputs the source 
data [data already stored in elements 107a-d] to a bus of the computer system [fig 3 line 
elements connecting element 106 to CPU l/F and DMA l/F], utilizing the peripheral device to 
receive the source data simultaneously [fig 1 1 , peripheral interface elements 202a-d receive the 
data from elements 107a-d and output it to the system bus when reading from the hard drives. 
The buffers have to be bidirectional for the system to be able to retrieve data from the hard 
drives - paragraph 65]; 

wherein the peripheral device continuously occupies the bus until the source data are 
fully outputted to the bus [paragraphs 39, 65]. 

17. With regards to claim 20, Kanda teaches the method of claim 19 wherein the source 
data is inputted into a first storage block and a second storage block of the peripheral device 
[figs 10, 11, 12, 13, 15, elements 202a-d having pairs of toggle memory buffer elements 403, 
paragraphs 63-65]. 

18. With regards to claim 21 , Kanda teaches the method of claim 20 wherein the source 
data is inputted into the first storage block first, and then the source data is inputted into the 
second storage block after the first storage block is full [figs 10, 1 1 , 12, 13, 15, elements 202a-d 
having pairs of toggle memory buffer elements 403, paragraphs 63-65]. 
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19. With regards to claim 22, Kanda teaches the method of claim 21 wherein when the 
source data is inputted into the second storage block, the source data stored in the first storage 
block is outputted to the bus simultaneously [paragraph 65]. 

20. With regards to claim 24, it's of the same scope as claim 3 above and thus is rejected 
under the same rationale. 

21 . With regards to claim 25, it's of the same scope as claim 4 above and thus is rejected 
under the same rationale. 

22. With regards to claim 26, it's of the same scope as claim 6 above and thus is rejected 
under the same rationale. 

23. With regards to claim 28, it's of the same scope as claim 8 above and thus is rejected 
under the same rationale. 

24. With regards to claim 29, it's of the same scope as claim 9 above and thus is rejected 
under the same rationale. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 7, 15 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Application Publication No. US 2002/0138697 A1 to Kanda in view of US Patent No. 
6,529,989 to Bashford et al.(hereinafter Bashford) 

25. With regards to claim 7, Kanda teaches the method is provided with the use of a hard 
drive expansion board connected to a bus in a personal computer [paragraphs 2-3], but he is 
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silent as to the method of claim 1 wherein the bus is a PCI bus or a PCIX bus, however, 
Bashford teaches a hard drive expansion board that uses the PCI standard for the benefit of 
using standards for increasing compatibility [fig 2, column 7-28]. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to combine the teachings of Kanda and Bashford to have the bus be a PCI bus for the benefit of 
using standards for increasing compatibility. 

26. With regards to claim 15, it's of the same scope as claim 7 above and thus is rejected 
under the same rationale. 

27. With regards to claim 27, it's of the same scope as claim 7 above and thus is rejected 
under the same rationale. 

Allowable Subject Matter 

Claim 5 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

Claim 23 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US Patent No. 5,521 ,928 to Worsley et al. teaches a triple ping pong buffer in fig 8 
elements 900 and 901. 

US Patent Application Publication No. US 20030079059 to Tsai teaches ping- 
pong/alternating buffers. 
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Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to David E. Martinez whose telephone number is (571) 272-4152. The 
examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fritz Fleming can be reached on (571 ) 272-4145. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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